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This is a decision on appeal under 35 U S.C. § 134 fromthe
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BACKGROUND

The invention relates to a capacitor structure which is

asymretri cal because it enploys an anode and a cat hode of

di fferent conposition and structure.

35

u.

Claim23 is reproduced bel ow.

23. A capacitor conpri sing:

a cat hode conprising a cathode coating including an
oxi de of at |east one netal selected fromthe group
consi sting of cobalt, nolybdenum and tungsten,;

an anode spaced fromthe cathode coating, the anode
having a coating of an oxide of a netal selected fromthe
group consisting of tantalum al um num niobium zirconium
and titanium and

an el ectrol yte di sposed between and in contact with the
cat hode coating and the anode.
The exam ner relies on the follow ng references:
Hahn et al. (Hahn) 4,347,084 August 31, 1982
Ahmad et al. (Ahmad) 5, 800, 857 Sept enber 1, 1998

(8 102(e) date Septenber 30, 1996)

Clainms 23, 24, 27-30, 34, and 35 stand rejected under
S.C. § 102(e) as being anticipated by Ahnad.

Claim 25 stands rejected under 35 U S.C. § 103(a) as being

unpat ent abl e over Ahnmad and Hahn.
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to as "Br__") for a statenent of appellants' argunents
t her eagai nst .
OPI NI ON

G oupi ng of clains

Appel  ants define the follow ng groupi ngs of clains:
(1) clains 23, 24, 27, and 34 stand or fall together with
i ndependent claim23; (2) claim25 stands, but does not
necessarily fall, with claim23; and (3) claims 28-30 and 35

stand or fall together with claim 28.

Cont ent s of Ahmad

Ahmad di scl oses a capacitor having a first electrically
conductive external electrode 111A with one porous electrically
conductive coating layer 119, which is deposited on a support
material 116, and a second internal, electrically conductive
bi pol ar el ectrode 111B having two porous coating |ayers 120 and
131, which are deposited on both sides of the support
material 118 (col. 6, lines 29-34; col. 7, lines 29-38; col. 12,
lines 45-50). The electrodes are separated by an electrolyte

filled gap (col. 6, lines 39-41). As described in connection
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energy density and power density are optim zed by reducing the

t hi ckness of the support material 116 and maxi m zing the surface
area of the coating layer 119 (col. 13, lines 8-12). Ahnad

di scl oses (col. 5, lines 26-43):

"Electrically conducting support material"” refers to
any electrically conducting netal or netal all oy,
el ectrically conducting polyner, electrically conducting
ceramc, electrically conducting glass, or conbinations
thereof. Metals and netal alloys are preferred for
produci ng stock units. Preferred netals include, for
exanmple, the netals of the follow ng preferred netal oxides
listed for the follow ng second electrically conducting
materials. The support material should have a conductivity
of greater than about 10* S/cm

"Second el ectrically conducting material" (having a
hi gh surface area) refers to a porous el ectrode coating
whi ch may be of the sanme or different conposition on each
side of the support material. Preferred nmetal oxides of the
present invention include those independently selected from
tin, |lead, vanadium titanium ruthenium tantalum rhodi um
osmum iridium iron, cobalt, nickel, copper, nolybdenum
ni obium chromum . . . . [Enphasis added.]

As shown in figure 14, both facing surfaces of a cell are shown
with porous coatings. Ahnmad further discloses that netal carbide
coatings can be used to replace the netal oxide coatings and that
netal carbides include any of the netals of the Periodic Table

(col. 7, lines 14-19).
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Cains 23, 24, 27, and 34 (cathode with oxide coating)

"An anticipating reference nust describe the patented
subject matter with sufficient clarity and detail to establish
that the subject matter existed and that its existence was
recogni zed by persons of ordinary skill in the field of the

invention." ATD Corp. v. Lvydall Inc., 159 F.3d 534, 545,

48 USPQ2d 1325, 1328 (Fed. Cir. 1998). That is, "the [prior art]
reference nust describe the applicant's clainmed invention
sufficiently to have placed a person of ordinary skill in the

field of the invention in possession of it." [In re Spada,

911 F.2d 705, 708, 15 USPQ2d 1655, 1657 (Fed. Cr. 1990).

"[ An anticipating] reference nust clearly and unequivocally

di scl ose the cl ai med conmpound or direct those skilled in the art
to the conpound w thout any need for picking, choosing, or
conbi ni ng various disclosures not directed to each other by the

teachings of the cited references.” 1n re Arkley, 455 F.2d 586,

587, 172 USPQ 524, 526 (CCPA 1972).
Wth respect to claim23, the exam ner finds that Ahnad
di scl oses a capacitor having a cathode conprising a cathode

coating including an oxide selected fromthe group of cobalt and
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anode (FR3). The examner interprets the statement in Ahmad that
"'[s]econd electrically conducting material' (having a high
surface area) refers to a porous el ectrode coating which may be
of the same or different conposition on each side of the support
material"™ (col. 5, lines 37-40) as meaning that the cathode and
anode can be made of different materials.

Appel | ants argue t hat Ahmad does not include any direction
or suggestion as to which oxide coatings ought to be combined in
opposi ng el ectrodes of the sanme capacitor and the absence of any
teaching for enploying the nmetal oxides in pairs fails to
di scl ose the cl ai med capacitor structure (Brl10). It is argued
that there is no teaching for making a selection fromthe Ahmad
“"laundry list" that falls within the scope of the first group of
clainms and that picking and choosing is an inpermssible basis
for an anticipation rejection (Brl10).

The exam ner responds that "[Ahmad] clearly discloses in
col. 5 |Ilines 35-47, that the coating on the substrate can be of
the sane or different conposition" (EA7).

We find that Ahnmad does not describe the clained subject

matter and, hence, does not anticipate. Ahmad does not describe
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coating. Therefore, one skilled in the art is not taught that

t he cat hode and anode coatings shoul d be made of different
specific netal oxides and is not put in possession of the clained
invention. The portion of Ahnad relied on by the exam ner, "a
porous el ectrode coating which may be of the same or different
conposition on each side of the support material™ (col. 5,

i nes 38-40), does not state that the coatings on opposite

el ectrodes (cat hode and anode) should be different, but states

t hat coatings on each side of the support material can have a
"different conposition.” 1t is not described what is neant by a
"different conposition” but, manifestly, since the oxide coatings
are on the same support material, it would be inpossible to have
different material oxides on each side, e.g., a nolybdenum oxi de
one side and a tantal um oxide on the other when the support
material is tantalum Furthernore, Ahmad does not describe a
capacitor with cathode and anode having different specific netal
oxi de coatings. W agree with appellants that the only way to
arrive at the clained subject matter is by picking and choosi ng
fromthe list of materials in Ahmad w t hout any gui dance by Ahnmad

and that this does not constitute an anticipation.
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electrical insulators (Br10-11). It is argued (Br11l-12) that
Ahmad does not disclose the clainmed doubly asymmetric capacitor
structure which is asymmetrical not only with respect to the
net al oxide coatings, but also by use of a cathode oxide coating
that is an electrical conductor and an anode oxi de coating that
is an electrical insulator (i.e., a dielectric).

The exam ner admits that Ahmad's |ist of "conductive oxides"
may include dielectric oxides, "[h]owever, Ahnmad defines
‘conductive netal oxides' to include oxides (preferable) of
tantal um niobium and titanium (EA7).

Wil e not exactly clear, we assune the exam ner's position
is that Ahmad di scl oses tantalum niobium and titani um oxi des
whet her they are actually dielectric or electrically conductive
oxides. We tend to agree. Unless it is shown by appellants that
tantal um niobium and titanium oxides could be made to be either
as a dielectric or electrically conductive oxide, it would seem
that the properties of these oxides are inherent and that the
di scl osure of, for exanple, a titanium oxide coating is
sufficient to anticipate a titaniumoxide coating that is a

dielectric even if it is described as being electrically
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Appel  ants argue that the exam ner's assertion that Ahnad's
statenent about "a porous el ectrode coating which my be of the
sane or different conposition on each side of the support
material" (col. 5, approx. lines 38-40) teaches a capacitor
havi ng a cat hode and anode with respective different netal oxide
coatings is not supported (Brl2). It is argued that all of the
exanmpl es in Ahmad have symetrical structures (Brl12). It is
argued that none of the specific capacitor structures described
in Ahmad has an asymetrical structure with different oxide
coatings on the cathode and anode, which, together with the | ow
breakdown vol tage of about 1 volt, denonstrates that these
capacitors are entirely conventional and symetri cal
el ectrochem cal capacitors (Br12).

We do not find where the exam ner addresses these particul ar
argunents, but we assune that the exam ner's position is that
Ahmad' s statenent that "a porous el ectrode coating which may be
of the sanme or different conposition on each side of the support
material" (col. 5, lines 38-40) teaches that the cathode and
anode oxi de coatings can be different even if there are no

express exarrpl es.



Appeal No. 2001-0319
Application 09/005, 841
support material, it would be inpossible to have different
mat eri al oxi des on each side, e.g., a nolybdenum oxi de one side
and a tantal um oxi de on the other when the support material is
tantal um Thus, Ahnmad does not expressly or inpliedly disclose
di fferent oxide coatings on the cathode and anode, much |ess the
speci fic choice of oxide coatings. In addition, we agree with
appel l ants that the fact that none of the exanpl es describe an
asymretrical structure with different oxide coatings on the
cat hode and anode denonstrates that one of ordinary skill in the
art woul d consider Ahmad to descri be conventional and symetrica
el ectrochem cal capacitors, not an asymetrical capacitor.

For the reasons stated above, we find the anticipation
rejection to be in error. The rejection of clainms 23, 24, 27,

and 34 is reversed.

C aim 25

Hahn is applied to show a porous sintered tantal um anode.
Hahn does not cure the deficiency of Ahmad with respect to the
[imtations of claim23. Accordingly, the rejection of claim?25

is reversed.
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teachi ng of Ahmad that the netal oxides can be replaced by netal
carbides (col. 7, lines 14-19).

Appel l ants argue that the rejection is erroneous for the
same reasons as the first group of clainms: Ahnmad fails to
descri be expressly or by exanple any capacitor structure that is
asymretrical with respect to the electrical conductivities of
anode and cat hode coatings, and Ahmad fails to point to any
speci fic conbinations of different cathode and anode coati ng
materials (Brl5). Appellants note that the nmetal carbide of
Exanpl e 24 does not teach one of ordinary skill in the art to
repl ace only one of the oxide coated el ectrodes of Exanples 1-22
with a carbide coated el ectrode (Br15-16).

W agree that Ahrmad fails to point to any specific
combi nati ons of different cathode and anode coating materials,
such as a carbide cathode coating and an oxi de anode coati ng of
the recited netals. For this reason, we find that Ahmad does not
anticipate clainms 28 and 35. The anticipation rejection of

clainms 28-30 and 35 is reversed.
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CONCLUSI ON

The rejections of clainms 23-25, 27-30, 34, and 35 are
reversed.

REVERSED

KENNETH W HAI RSTON
Adm ni strative Patent Judge
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LEE E. BARRETT APPEALS
Adm ni strative Patent Judge AND
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LANCE LEONARD BARRY
Adm ni strative Patent Judge
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